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This is in response to the Amendment dated May 8, 2006. The text of those 
sections of Title 35, U.S. Code not included in this action can be found in a prior Office 
action. 

Response to Arguments 

Claim Objections 

Claims 1-10, 12-16 and 18-22 have been objected to because of minor 
informalities. 

The objection of claims 1-10, 12-16 and 18-22 has been withdrawn in view of 
Applicants' amendment. 

Claim Rejections - 35 USC § 102 

I. Claims 17-19 and 21 have been rejected under 35 U.S.C. 102(b) as being 
anticipated by JP 50-118930 ('930). 

The rejection of claims 17-19 and 21 under 35 U.S.C. 102(b) as being anticipated 
by JP 50-1 18930 ('930) has been withdrawn in view of Applicants' amendment. Claims 
17-19 and 22 have been canceled. 

II. Claim 22 has been rejected under 35 U.S.C. 102(b) as being anticipated by JP 
50-118930 ('930). 

The rejection of claim 22 under 35 U.S.C. 102(b) as being anticipated by JP 50- 
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118930 ('930) has been withdrawn in view of Applicants' amendment. Claims 21 has 
been canceled. 

Claim Rejections - 35 USC § 103 

I. Claims 1-8 have been rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hamamura et al. (US Patent No. 4,959,273) in combination with Lowenheim 
("Electroplating", © 1978, pp. 212-213) and Du Rose et al. (US Patent No. 3,183,067). 

The rejection of claims 1-8 under 35 U.S.C. 103(a) as being unpatentable over 
Hamamura et al. in combination with Lowenheim and Du Rose et al. has been 
withdrawn in view of Applicants' amendment. 

II. Claims 9 and 10 have been rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hamamura et al. (US Patent No. 4,959,273) in combination with 
Lowenheim ("Electroplating", © 1978, pp. 212-213) and Du Rose et al. (US Patent No. 
3,183,067). 

The rejection of claims 9 and 10 under 35 U.S.C. 103(a) as being unpatentable 
over Hamamura et al. in combination with Lowenheim and Du Rose et al. has been 
withdrawn in view of Applicants' amendment. 

III. Claims 11-15 have been rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hamamura et al. (US Patent No. 4,959,273) in combination with Lowenheim 
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("Electroplating", © 1978, pp. 212-213). 

The rejection of claims 11-15 under 35 U.S.C. 103(a) as being unpatentable over 
Hamamura et al. in combination with Lowenheim has been withdrawn in view of 
Applicants' amendment. 

IV. Claim 16 has been rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hamamura et al. (US Patent No. 4,959,273) in combination with Lowenheim 
("Electroplating", © 1978, pp. 212-213). 

The rejection of claim 16 under 35 U.S.C. 103(a) as being unpatentable over 
Hamamura et al. in combination with Lowenheim has been withdrawn in view of 
Applicants' amendment. 

V. Claim 20 has been rejected under 35 U.S.C. 103(a) as being unpatentable over 
JP 50-118930 ('930) as applied to claims 17-19 and 21 above, and further in view of 
Lowenheim ("Electroplating", © 1978, pp. 212-213). 

The rejection of claim 20 under 35 U.S.C. 103(a) as being unpatentable over JP 
50-1 18930 ('930) as applied to claims 17-19 and 21 above, and further in view of 
Lowenheim has been withdrawn in view of Applicants' amendment. Claim 20 has been 
canceled. 



Response to Amendment 
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Claim Rejections - 35 USC § 102 

Plating Bath 

I. Claims 11-15 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Jozefowicz (US Patent No. 5,167,793). 

Jozefowicz teaches a plating bath, comprising: 

(a) a nickel source (= nickel sulphate heptahydrate); 

(b) a conductive salt (= ammonium sulphate); 

(c) a pH stabilizer (= boric acid); and 

wherein the concentration of the nickel source is 0.3 mol/l to 0.7 mol/l on the 
nickel atom basis (= 25 g/l nickel sulphate heptahydrate), and 

the conductivity of the plating bath is 80 mS/cm or over (inherent) [= a standard 
ANOLOK solution] (col. 9, lines 40-45; and MPEP § 2112.01(11)). 

The nickel source is selected from the group consisting of nickel sulfate, nickel 
chlorides, nickel bromides, nickel acetate and nickel pyrophosphate (= nickel sulphate 
heptahydrate) [col. 9, lines 40-45]. 

The conductive salt is selective the group consisting of ammonium sulfate, 
sodium sulfate, potassium sulfate, lithium sulfate, magnesium sulfate, ammonium 
chloride, sodium chloride, potassium chloride, lithium chloride, magnesium chloride, 
ammonium bromide, sodium bromide, potassium bromide, lithium bromide and 
magnesium bromide (= magnesium sulphate heptahydrate and ammonium sulphate) 
[col. 9, lines 40-45]. 
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The pH stabilizer is selected from the group consisting of boric acid, ammonium 
borate, sodium borate, potassium borate, lithium borate, magnesium borate and 
ammonia (= boric acid) [col. 9, lines 40-45]. 

As to wherein the plating bath is used to form a protective film on a magnet body 
including a rare-earth element by electroplating, as recited in claim 12, this limitation is 
not a component of the plating bath, and thus, fails to distinguish the plating bath from 
the prior art. 

Since Jozefowicz teaches all of the limitations recited in the instant claims, the 
reference is deemed to be anticipatory. 

II. Claim 16 is rejected under 35 U.S.C. 102(b) as being anticipated by Jozefowicz 
(US Patent No. 5,167,793). 

Jozefowicz teaches a plating bath, comprising: 

(a) 0.3 mol/l to 0.7 mol/l of nickel ions (= 25 g/l nickel sulphate 
heptahydrate); 

(b) at least one kind of ion selected from the group consisting of sulfate 
ions, chlorine ions, bromine ions, acetate ions and pyrophosphate ions (= 
magnesium sulphate heptahydrate and ammonium sulphate); 

(c) at least one kind of ion selected from the group consisting of sodium 
ions, potassium ions, lithium ions, magnesium ions and ammonium ions (= 
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magnesium sulphate heptahydrate and ammonium sulphate); and 

(d) at least one kind of ion selected from the group consisting of borate 
ions and ammonium ions (= ammonium sulphate and boric acid) [col. 9, lines 40- 
45], 

wherein the conductivity of the plating bath is 80 mS/cm or over (inherent) [= a 
standard ANOLOK solution] (col. 9, lines 40-45; and MPEP § 2112.01(11)). 

Since Jozefowicz teaches all of the limitations recited in the instant claims, the 
reference is deemed to be anticipatory. 

Claim Rejections - 35 USC § 103 

Method 

I. Claims 1-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Du 
Rose et al. (US Patent No. 3,183,067) in combination with Hamamura et al. (US 
Patent No. 4,959,273), and Lowenheim ("Electroplating", © 1978, pp. 212-213). 

Du Rose teaches a method of manufacturing a rare-earth magnet, comprising 
the steps of: 

(a) electroplating a first protective film including nickel (= the first or underlying 
layer of nickel) [col. 2, lines 20-23] on a metal body (col. 5, lines 46-53) with a first 
plating bath including: 

(i) a nickel source (= nickel sulfate); 

(ii) a conductive salt (= nickel chloride); 
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(iii) a pH stabilizer (= boric acid); and 
having a concentration of the nickel source of 0.3 mol/l to 0.7 mol/l on a 
nickel atom basis (= 30 g/l nickel sulfate) [col. 3, solution (/?)]. 
(b) forming a second protective film including nickel and sulfur on the first 
protective film (= a second or top layer of nickel) [col. 2, lines 23-28; and col. 3, Table 1 , 
Combination 12; and col. 4, solution (o)]. 

The nickel source is selected from the group consisting of nickel sulfate, nickel 
chlorides, nickel bromides, nickel acetate and nickel pyrophosphate as the nickel source 
is used (= nickel sulfate) [col. 3, solution (/»)]. 

The pH stabilizer is selected from the group consisting of boric acid, ammonium 
borate, sodium borate, potassium borate, lithium borate, magnesium borate and 
ammonia is used (= boric acid) [col. 3, solution (h)]. 

The second protective film is formed by electroplating with a second plating bath 
including: 

(i) a nickel source (= nickel sulfate); 

(ii) a conductive salt (= nickel chloride); 

(iii) a pH stabilizer (= boric acid); and 

(iv) an organic sulfur compound (col. 1 , lines 55-58; and col. 5, lines 
53-61 ), and having a concentration of the nickel source of 0.3 mol/l to 0.7 
mol/l on a nickel atom basis (= 30 g/l nickel sulfate) [col. 4, solution (o)]. 

The nickel source is selected from the group consisting of nickel sulfate, nickel 
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chlorides, nickel bromides, nickel acetate and nickel pyrophosphate (= nickel sulphate 
heptahydrate) [col. 4, solution (o)]. 

The pH stabilizer is selected from the group consisting of boric acid, ammonium 
borate, sodium borate, potassium borate, lithium borate, magnesium borate and 
ammonia is used (= boric acid) [col. 4, solution (o)]. 

The method of Du Rose differs from the instant invention because Du Rose does 
not disclose the following: 

a. Wherein the metal body is a magnet body including a rare-earth element, 
as recited in claim 1 . 

Du Rose teaches that he has discovered that uniformly corrosion resistant duplex 
nickel coated articles may be obtained by controlling the amounts of sulfur contained in 
both of the nickel coatings making up the duplex deposit, (col. 1 , line 35-47). The 
corrosion resistant article may have a basis metal any metal which is subject to 
atmospheric corrosion . Preferably, the basis metal is a metal selected from the group 
consisting of aluminum, iron , copper and zinc and alloys thereof (col. 1 , line 58 to col. 2, 
line 60). 

Like Du Rose, Hamamura teaches the production of corrosion resistant nickel- 
plated metallic articles. Hamamura teaches that a permanent magnet formed by the Fe- 
B-R type magnetically anisotropic sintered body, while exhibiting excellent magnetic 
properties, has the contents of the rare earth elements and iron, that are apt to be 
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oxidized in air to form gradually stable oxides , as the main constituents, so that when 
the magnet is assembled in the magnetic circuit, various problems may be invited due 
to the oxides formed on the magnet, such as decreased output of the magnetic circuit, 
fluctuations in the operation of various peripheral devices around the magnetic circuits 
due to scaling off of the resultant oxides from the magnetic surface (col. 1 , line 61 to col. 
2, line 6). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have modified the metal body described by Du Rose with 
wherein the metal body is a magnet body including a rare-earth element because 
electroplating a magnet body including a rare-earth element with duplex nickel deposits 
would have given increased corrosion protection as taught by Du Rose (col. 1 , lines 35- 
47) and Hamamura (col. 1, line 61 to col. 2, line 6). 

b. Wherein the first plating bath has a conductivity of 80 mS/cm or over, as 
recited in claim 1 . 

c. Wherein the second plating bath has a conductivity of 80 mS/cm or over, 
as recited in claim 5. 

Du Rose teaches a similar chemical composition as presently claimed. Similar 
chemical compositions can reasonably be expected to have the similar properties. 
(MPEP§ 2112.01(11)). 



Application/Control Number: 10/788,464 



Art Unit: 1753 



Page 1 1 



d. Wherein the conductive salt is selective the group consisting of 
ammonium sulfate, sodium sulfate, potassium sulfate, lithium sulfate, magnesium 
sulfate, ammonium chloride, sodium chloride, potassium chloride, lithium chloride, 
magnesium chloride, ammonium bromide, sodium bromide, potassium bromide, lithium 
bromide and magnesium bromide, as recited in claim 3. 

e. Wherein the conductive salt is selective the group consisting of 
ammonium sulfate, sodium sulfate, potassium sulfate, lithium sulfate, magnesium 
sulfate, ammonium chloride, sodium chloride, potassium chloride, lithium chloride, 
magnesium chloride, ammonium bromide, sodium bromide, potassium bromide, lithium 
bromide and magnesium bromide, as recited in claim 7. 

Du Rose teaches that the nickel will be deposited from a solution, Watts or 
otherwise (col. 2, lines 21-22; and cols. 3-4). 

Like Du Rose, Lowenheim teaches a Watts bath (page 212-213). The nickel 
sulfate provides most of the nickel ion content and the nickel chloride is used as the 
source of chloride ion, required to prevent anode passivity. Besides nickel chloride, 
other chlorides would have served this function, such as sodium, potassium, and 
ammonium (page 212). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have modified the conductivity salt described by Du Rose with 
wherein the conductive salt is selective the group consisting of ammonium sulfate, 
sodium sulfate, potassium sulfate, lithium sulfate, magnesium sulfate, ammonium 
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chloride, sodium chloride, potassium chloride, lithium chloride, magnesium chloride, 
ammonium bromide, sodium bromide, potassium bromide, lithium bromide and 
magnesium bromide because sodium chloride, potassium chloride and ammonium 
chloride would have been functionally equivalent to nickel chloride as taught by 
Lowenheim (page 212). 

II. Claims 9 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Du Rose et al. (US Patent No. 3,183,067) in combination with Hamamura et al. (US 
Patent No. 4,959,273), and Lowenheim ("Electroplating", © 1978, pp. 212-213). 

Du Rose, Hamamura and Jozefowicz are as applied for reasons as discussed 
above and incorporated herein. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Edna Wong whose telephone number is (571) 272- 
1349. The examiner can normally be reached on Mon-Fri 7:30 am to 4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nam Nguyen can be reached on (571) 272-1342. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
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Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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